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PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Docket Number (Optional) 
010555 



I hereby certify that this correspondence is being deposited with the 
United States Postal Service with sufficient postage as first class mail 
in an envelope addressed to "Mail Stop AF. Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 22313-1450" [37 CFR 1.8(a)) 

December 21 , 2007 



on 



Signature /Kelly T. Williams/ 



Typed or printed Kel ly T. Williams 
name _ 



Application Number 

10/034,776 



Filed 

12/21/01 



First Named Inventor 

James A. Hutchison IV 



Art Unit 

2684 



Examiner 

Angelica Perez 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet{s). 
Note: No more than five (5) pages may be provided. 



I am the 

| | applicant/inventor. 

[" ] assignee of record of the entire interest. 

1 1 See 37 CFR 371 . Statement under 37 CFR 373(b) is enclosed. 

(Form PTO/S8/96) 

| XI attorney or agent of record. 
Registration number 
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/ Signature 

spartaco Diaz Hidalgo 



Typed or printed name 

(858) 651-6395 



| | attorney or agent acting under 37 CFR 1 ,34, 
Registration number if acting under 37 CFR 1,34 _ 



Telephone number 

December 21 , 2007 



Oate 



NOTE: Signatures of all the Inventors or assignees of record of the entire interest or their representative^) are required. 
Submit multiple forms if more than one signature is required, see below*. 



□ 



Total of 



forms are submitted. 



This coHoction of information Is required by 35 U.S.C. 132. The information is required to obtain or retain a benefit by the public which fe to file (and by the USPTO 
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11. 1.14 and 41.6. This collection is estimated to take 12 minutes to 
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time wili vary depending upon the individual caso. Any 
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Omcer, 
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SENO FEES OR COMPLETED 
FORMS TO THIS AOORESS. SENO TO: Mail Stop AF, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



tf you need assistance in completing the form, ca// 1-60Q~PTO-9199 and select option 2. 



Privacy Act Statement 



The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection 
with your submission of the attached form related to a patent application or patent. Accordingly, 
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the 
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; 
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark 
Office is to process and/or examine your submission related to a patent application or patent. If you do 
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to 
process and/or examine your submission, which may result in termination of proceedings or 
abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses; 

1 . The information on this form will be treated confidentially to the extent allowed under the 
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from 
this system of records may be disclosed to the Department of Justice to determine whether 
disclosure of these records is required by the Freedom of Information Act. 

2. A record from this system of records may be disclosed, as a routine use, in the course of 
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to 
opposing counsel in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of 
Congress submitting a request involving an individual, to whom the record pertains, when the 
individual has requested assistance from the Member with respect to the subject matter of the 
record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the 
Agency having need for the information in order to perform a contract. Recipients of 
information shall be required to comply with the requirements of the Privacy Act of 1974, as 
amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in 
this system of records may be disclosed, as a routine use, to the International Bureau of the 
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal 
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to 
the Atomic Energy Act (42 U.S.C. 21 8(c)), 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, 
General Services, or his/her designee, during an inspection of records conducted by GSA as 
part of that agency's responsibility to recommend improvements in records management 
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall 
be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (/.e„ GSA or Commerce) directive. Such disclosure shall not 
be used to make determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after 
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent 
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 
CFR 1.14, as a routine use, to the public if the record was filed in an application which 
became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspection or an 
issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, 
or local law enforcement agency, if the USPTO becomes aware of a violation or potential 
violation of law or regulation. 
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In Re Application of: 
James A. Hutchison 



) For: Arbitrated Audio Communication 
) With Reduced Latency 



Serial No.: 10/034,776 



) Group Art Unit: 2684 



Filed: December 21, 2001 



) Confirmation No. 9013 



REASONS FOR PRE-APPEAL BRIEF REQUEST FOR REVIEW 
Further to the concurrent filing of the attached Notice of Appeal, and responsive to the 
Final Office Action issued on June 29, 2007, the following remarks are submitted in connection 
with the above-identified patent application under the Pre-Appeal Brief Review pilot program. 

ARGUMENTS IN SUPPORT OF PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Claims 1-39 are pending. The following arguments are directed to the Section 103 
rejections of independent claims 1, 12, 20, 26, 33 - 35, and 37 - 39. 1 

To establish prima facie obviousness, there must be 1) a suggestion or motivation to 
combine reference teachings, 2) a reasonable expectation of success, and 3) the references must 
teach or suggest all of the claim limitations. See MPEP § 2143; In re Vaeck, 947 F.2d 488, 20 
U.S.P.Q.2d 1438 (Fed. Cir. 1991). Clear error exists in the final rejection because each of the 
independent claims recites features that are plainly not taught or suggested by the cited 
references, or that are allegedly met by an improper Office Notice. The record also fails to 
evidence a proper suggestion or motivation for making the proposed combinations of references. 

I. Lvnk and Stevens Fail to Teach or Suggest All the Features of Claims 1, 20, 33. 37 and 39 

Independent claims 1, 20, 33, 37 and 39 stand rejected under 35 U.S.C. 103(a) as 

allegedly being unpatentable over Lynk (EP 321,672) in view of Stevens (GB 2,336,975). 

Claim 1 recites "A method comprising: transmitting a request for access to a broadcast 
link in a point-to-multipoint communication system; transmitting audio with the access 
request..." Lynk and Stevens fail to teach or suggest the quoted features of claim 1. The 
Section 103 rejection of claim 1 is improper because it is based upon errors of material fact. 
Specifically, the Final Office Action states "Stevens teaches of transmitting audio with the access 

1 The Final Office Action rejected claims 33 and 34 under Section 101 and the Advisory Action dated 9/20/07 is 
unclear as to whether the 101 rejection has been withdrawn. However, in a phone interview on 12/19/07, the 
Examiner confirmed that the Section 101 rejection has been withdrawn. 
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request, where the audio includes speech" (Final OA at page 5). This is clear error. Stevens 
discloses a conventional mobile radio system in which an access request precedes and is 
separately transmitted from audio (see e.g., Stevens at page 9, line 3 - 5). In addition, the Final 
OA at paragraph 2 incorrectly asserts that Lynk and Stevens teach transmission (e.g., from a user 
to storage area in a mobile unit) of an access request combined together with audio. This is also 
clear error. In no instance do Lynk and Stevens teach or suggest any form of transmitting an 
access request together with audio. Indeed, Lynk teaches separate handling of audio input and 
access requests (switch 33 vs. audio input of FIG. 2) within a mobile unit (See Lynk, FIG. 2). 
Stevens' disclosure entirely lacks any suggestion or teaching of transmitting an access request 
combined with audio. Thus, claim 1 is patentable over the combination of Lynk and Stevens. 

Claims 20 and 33 recite features similar to those of claim 1, and thus, are patentable over 
the combination of Lynk and Stevens for the reasons discussed above in connection with claim 1. 
In addition, claim 20 recites: "A wireless communication device comprising: a wireless 
transmitter; and a processor that controls the transmitter to transmit a request for access to a 
broadcast link in a point-to-multipoint communication system, transmit audio with the access 
request ..." Claim 33 recites features similar to those quoted for claim 20. In no instance do 
Lynk and Stevens teach or suggest a wireless communications device having a wireless 
transmitter and processor configured to transmit an access request and audio together. Thus, 
claims 20 and 33 are also patentable over the combination of Lynk and Stevens. 

Claims 37 recites: "transmitting the audio from the wireless communication device to the 
network equipment before the access request [from the network equipment] is granted and before 
the access request is denied. ..." Lynk and Stevens fail to teach or suggest the quoted features of 
claim 37. The Final OA at pages 5 - 6 asserts that Stevens teaches "transmitting audio with the 
access request... from the wireless communication device before receiving an acknowledgement 
that the access request is granted or denied." This is clear error. Contrary to what was asserted 
in the Final OA, Stevens teaches a wireless device (e.g., a mobile station) that transmits audio to 
network equipment (e.g., a base station) only after a channel to the network is granted (Stevens 
at page 6, lines 13 - 33). Under no circumstances does Stevens' system transmit audio on a 
channel without first being granted access thereto. Thus, Stevens does not teach or suggest the 
above-quoted features of claim 37. 
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Claims 39 recites features similar to those for claim 37, and thus, it is likewise patentable 
over the combination of Lynk and Stevens for the reasons discussed above for claim 37. 

11. Lvnk, Stevens & Velius Fail to Teach /Suggest All Features of Claims 12, 26, 34, 35 & 38 

Independent claims 12, 26, 34, 35 and 38 stand under 35 U.S.C. 103(a) as allegedly being 

unpatentable over Lynk in view of Stevens and further in view of Velius (US 5,594,784). 

Claim 12 recites: "receiving audio before transmission of an indication that the access 
request is granted and before transmission of an indication that the access request is denied . . . 

(Emphasis added). In no instance do Lynk, Stevens and Velius teach or suggest the quoted 
features of claim 12. Furthermore, the Final OA, as well as all prior Office communications of 
record, do not specifically address that above-quoted features of claim 12 and fail to explain 
where they are taught or suggest in the prior art. Instead, the Final OA lumps the rejection of 
claim 12 with the rejection of sixteen other claims at paragraph 8. Paragraph 8 addresses only 
the acts of "transmitting" and "sending" audio before receiving an access acknowledgement, but 
never addresses "receiving" audio before grant or denial of an access request, as required by 
claim 12. The act of transmitting does not necessarily imply receiving audio as recited in claim 

12, and furthermore, as discussed above in connection with claims 37 and 39, Stevens plainly 
does not teach or suggest transmitting audio on a channel before receiving an access 
acknowledgement. Thus, the rejection of claim 12 is improper because the record is insufficient 
to establish prima facie obviousness. 

Claims 26 and 34 recite features similar to those of claim 12, and thus, are patentable 
over the combination of Lynk, Stevens and Velius for the reasons discussed above. 

Claim 35 recites: "transmitting the audio from the wireless communication device before 
receiving an acknowledgement that the access request is granted and before receiving an 
acknowledgement that the access request is denied . . . ." Lynk, Stevens and Velius fail to teach 
or suggest the quoted features of claim 35. The Final OA at pages 10-11 asserts that Stevens 
teaches "transmitting audio with the access request . . . from the wireless communication device 
before receiving an acknowledgement that the access request is granted or denied." This is clear 
error. Contrary to the Examiner's assertion, Stevens teaches that a wireless device (e.g., a 
mobile station) transmits audio to network equipment (e.g., a base station) only after a channel to 
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the network is granted (Stevens at page 6, lines 13 - 33). Stevens' system does not transmit 
audio on a channel without first being granted access thereto. 

In addition, the Final OA at page 12 also states "Velius teaches transmitting audio before 
receiving an acknowledgement that the access request is granted and before receiving an 
acknowledgement that the access request is denied." This is clear factual error. In sharp contrast 
to the claims, Velius discloses a voice-command call-handling system. Velius makes absolutely 
no mention of a point-to-multipoint communication system, nor the act of requesting access to a 
broadcast link in a point-to-multipoint communication system. Velius provides no teaching or 
suggestion of transmitting audio before receiving an acknowledgement that a request for access 
to a broadcast link is granted or denied. Velius does not even teach or suggest the grant or denial 
of a request for access to a point-to-multipoint network. Rather, Velius describes voice- 
command initiation of calls. In the passages cited in the Final OA, Velius describes initiating a 
call with a voice utterance, and determining whether callers are authorized to make a call. At 
column 7, lines 10-16, for example, Velius states that a caller utters a call recipient's name or a 
series of digits to initiate a call. At column 8, lines 5-10, Velius describes a caller authorization 
process in which caller voices may be analyzed (by "voice-print" matching) to determine 
whether a user is authorized to use the telephony system for communication, not to control 
access to a broadcast link. Thus, it bears no relation to the above-quoted features of claim 35. 

Claims 38 recites features similar to those for claim 35, and thus, it is likewise patentable 
over the combination of Lynk, Stevens and Velius for the reasons discussed above for claim 35. 

IILThe Record Fails to Establish a Proper Suggestion or Motivation for the Proposed 
Combinations of References 

The Record has failed to show a proper suggestion, motivation or reason for making the 
combination of Lynk and Stevens. For a combination of references to be proper, there must be 
teaching, suggestion, or motivation to make the proposed combination found either explicitly or 
implicitly in the prior art or in the knowledge generally available to one of ordinary skill in the 
art. See MPEP 2143.01 . The Final OA at pages 6 and 1 1 states that one of ordinary skill would 
combine Lynk and Stevens "in order to allow a larger number of units to be served, as taught by 
Steven (sic)". This is clear factual error. Nowhere does Stevens teach, suggest or even mention 
the desirability of serving a larger number of units, either implicitly or explicitly. The above- 
quoted motivation is also entirely absent from the teachings and suggestions of Lynk and the 
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record is entirely devoid of any other factual support for the putative reason to combine Lynk 

and Stevens. Thus, the rejections under Section 103 are improper. 

IV. The Official Notice is Improper and Unsupported bv the Record 

Independent claim 1 recites: "terminating the audio transmission in the event the access 
request is denied." The Examiner acknowledges that Lynk and Stevens do not teach the quoted 
feature, but "takes 'Official Notice' of Lynk's and particularly Steven's (sic) admission where is 
(sic) well known in the art of terminating the audio transmission in the event the access request is 
denied." (Final OA at pages 6 and 1 1). The Official Notice is made in error. First, there is no 
evidentiary support in the record for the Official Notice. Lynk and Stevens do not teach or 
suggest anything remotely related to "terminating the audio transmission in the event the access 
request is denied." Indeed, there is nothing in the cited passages of Stevens (pages 3 and 4, lines 
36 - 37 and 1 - 3, respectively) that teaches or suggests terminating an audio transmission when 
an access request is denied. In sharp contrast, the cited passages of Stevens merely teach storing 
connection requests or refusing to connect a call if a target mobile unit is not available. In either 
situation, there is no termination of an existing audio transmission. Moreover, in the context of 
the claims, the prior art cited plainly does not teach transmitting audio on a link prior to being 
granted access to the link. Thus, the Official Notice is improper and can not be relied upon to 
meet the above-quoted feature of claim 1 . For these additional reasons, claim 1 is also patentable 
over the combination Lynk and Stevens. 

Independent claims 20, 26, 33 - 35 and 37 - 39 recite features similar to those of claim 1. 
Thus, are likewise patentable over the proposed combinations of references for the above 
reasons. For at least the foregoing reasons, prima facie obviousness has not been established for 
independent claims 1,12, 20, 26, 33 - 35, and 37 - 39. Thus, these claims are patentable over the 
cited references. Since claims 2 - 11, 13 - 19, 21 - 25, 27 - 32 and 36 respectively depend from 
these independent claims, they are likewise patentable over the cited references. 



Date: December 21, 2007 



QUALCOMM, Inc. 
5775 Morehouse Drive 
San Diego, CA 92121 
Telephone: (858) 651-6395 



By: /Espartaco Diaz Hidalgo/ 



Name: Espartaco Diaz Hidalgo 
Reg. No.: 60,586 
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